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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 . Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 2 recites the limitation "the portion" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim Objections 

2. Claims 1,3,4, 7, 8, and 1 1 are objected to because of the following informalities: 
Re claim 1 , the Examiner suggests that the limitations do not appear to be positively 

recited. Accordingly, phrases such as "is placed" should be replaced with - placing - " a 
conducting wire is taken" should be replaced with - taking a conducting wire from a reel and 
placing it on the support such that at least one portion. . .-- and "the conducting wire is welded" 
should be replaced with - welding the conducting wire — . Similar changes apply for claim 3 as 
well, in order to positively recite the method steps. 

Re claim 1, replace the phrase "a conducting wired intended to form an antenna" with - 
an antenna formed from conducting wire -, and subsequently replacing instances of "conducting 
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wire" with - antenna formed from conducting wire — . Similar changes should apply to claim 3 
and other dependent claims which recite the wire and should be changed to recite the antenna. 
Re claims 4, 7, 8, and 1 1 : 

Claim 4 is a method claim that recites specific structural limitations. In order to be given 
patentable weight, they must affect the method claim in a manipulative sense. According, the 
Examiner suggests replacing "having. . .strips (2,3)." with - having an active portion with an end, 
and at the end of its active portion a recess (6), wherein the recess has a width that essentially 
corresponds to the gap between the two contact strips (2,3) enabling electrode to weld the 
antenna at the contact strip but not welding the wire between the contract strips disposed in the 
recess. - The Examiner suggests similar changes to claims 7, 8, and 1 1 . 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Halope (US 
20030052177). 

Re claim 1 , Halope teaches a method of making a label where a chip is placed on a 
support piece so that the contact strips of the chip are situated on the side opposite to that in 
contact with the support piece (FIG. 2, FIG. 5 and claim 1, where the chip module comprising a 
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chip and a circuit board support into the card structure and a conducting wire/antenna is taken 
and placed facing the contact strips/contacts of the chip and welded in a single operation (hot 
lamination)). Though silent to the wire taken from a reel, the Examiner notes that it is obvious to 
one of ordinary skill in the two contact strips of the chip and welded in a single operation (hot 
lamination26 is placed on a support piece 10 to form a module 40 as per FIG. 5), so that the 
contact strips of the chip (34 

5. Claims 1, 9, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mundigl et al. (US 5809633). 

Re claim 1, Mundigl et al. teaches a chip placed on a support piece so that the contact 
strips are situated opposite to that of the support piece, a conductive wire taken from a reel and 
positioned facing the contact strips and bonding to the strips (claim 1). Though silent to a single 
welding step, the Examiner notes that welding contacts to antennas is one of a plurality of ways 
to bond contacts to antennas, and therefore is an obvious expedient within the ordinary skill in 
the art for the expected result of a secure connection. As the bonding device handles the winding 
and bonding, it is interpreted as a single operation of the device. 

Re claim 9, col 2, lines 55+ teaches finishing the card with a covering on the carrier body. 
Though silent to fibrous of plastic material surrounding the chip and antenna, the Examiner notes 
that the carrier body 1 is a flexible non conductive material. Further, the Examiner notes that 
paper/plastic are common materials for cards, and therefore their selection is well within the 
ordinary skill in the art for cost, acceptability, ease of manufacture, durability, etc. 

Re claim 10, the limitations have been discussed re claim 1. 
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6. Claims 1, 2, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Finn 
et al. (US 6088230). 

Re claim 1, Finn et al. teaches the chip placed on a support piece so that the contacts are 
opposite the support piece, a conducting wire taken form a reel so that at least one portion of the 
wire is positioned facing the contact strips, and securing to the contact strips in a single contact 
operation (FIG. 1). The Examiner has interpreted that a single contact operation takes place, as 
the machine automatically performs an operation to produce the device, and the automated 
process is interpreted as a single operation. Though silent to welding, Finn et al. teaches 
ultrasound, thermal compression, laser, and thermal fusing (col 4, lines 10+) for connecting the 
antenna. Therefore, the Examiner notes that the use of welding, as a connection means, is an 
obvious expedient, well within the ordinary skill in the art as a secure connection means. 

Re claim 2, after the wire is connected to terminal 24, the Examiner notes that 
thereinafter, the excess wire after the contact 24 (interpreted as now between the contacts 22 and 
24), is then cut (col 4, lines 50+). 

Re claim 10, the limitations have been discussed above. 

7. Claims 3, 5, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Strache 
etal. (US 7151495). 

Re claim 3, Strache et al. teaches a dipole antenna formed of two separate facing contact 
strips wherein the segments are welded (FIG. 1). Though silent to a single welding operation, 
the Examiner notes broadly interpreted that the operating of welding the antennas are interpreted 
as a single welding operation, that being a welding operation for antennas. Though silent to 



Application/Control Number: 10/594,089 Page 6 

Art Unit: 2887 

cutting, it would have been obvious to one of ordinary skill in the art that the antenna segments 
be cut to length to comply with the design of the transponder. 

Re claim 5, the chip and antenna is embedded in an electrically non conductive material, 
including a thermoplastic elastomer, which is broadly interpreted to be functionally equivalent to 
two sheets of fibrous/plastic material, as it surrounds. 

Re claim 6, the limitations have been discussed above. 

Allowable Subject Matter 

8. Claims 4, 7, 8, and 1 1 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

9. The prior art of record fails to teach the welding as claimed with the welding electrode 
having a recess as claimed so that the antenna wire on the contacts is welded but the antenna 
wire between the contacts and therefore in the recess is not welded. 

Additional Remarks 

As per the fees, claims 1 and 3 are interpreted as the 2 independent claims of the claim set. 

The Examiner suggests that the method claims be amended to positively recite the active 
method steps, as mentioned in the claim objections, and clarifying that the antenna is formed 
from conductive wire so as to preclude wire bonding to chips/boards to read upon the claim 
limitations. 
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The Examiner notes that if the Applicant wants to claim that the conducting wire is an 
antenna and that the label comprises a chip, that such limitations should be placed in the body of 
the claim, as well as the label limitation. Though the prior art teaches antennas, the Examiner 
notes that wires (such as connecting wires for chip pads/contacts) which are not wires, could be 
used to read on the claims, as the claims do not positively recite an antenna. In order to expedite 
prosecution, the Examiner suggestions positive recitation in the body of the claim of the antenna, 
so as to preclude wire attachment (such as wired bonds) from an IC chip to a circuit/board to be 
used against the claims. 

Further, "intended to form" is not a positive recitation. The Examiner suggests reciting in 
the body of the claim that the conducting wire is an antenna, for clarification, and also to 
mention the label in the body of the claim. 

Additionally, the limitation that a portion of the wire is positioned "facing" two contact 
strips is very broadly, and wires around a perimeter can be interpreted as facing. If the Applicant 
desires to recite that the wire is laid on top of the chip so that the wire overlaps the contact strips 
and then subsequently welded that such limitations should be placed in the body of the claim. 

With regard to the limitations that the wire/antenna between the strips is cut, the 
Examiner notes that wire can be in between the contact strips even if outside of the chip, as 
mentioned above. For clarification purposes, the Applicant could recite that the antenna between 
that contact strips and physically above/on top of the chip is what is cut. 

With regards to the single welding operation, the Examiner notes that such a phrase is 
broad. If the Applicant wishes to claim that the antenna is welded to the contact strips of the 
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electronic chip simultaneously through a welding electrode, that such limitations be placed in the 
claim. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL WALSH whose telephone number is (571)272-2409. 
The examiner can normally be reached on M-F 9am- 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Paik can be reached on 571-272-2404. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/DANIEL WALSH/ 

Primary Examiner, Art Unit 2887 



